Amendments to the Drawings 

The Figure is amended to label elements: computer 1, channel 2, web site 3, database 4, 
hard disk 5. The Figure is also amended to show the hard disk 5. 



Attachment: Replacement Sheet 

Annotated Marked-Up Drawings 
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REMARKS 

Claims 1-16 and 19-22 are pending in the application. 

The Examiner objected to the Declaration as filed for not referencing an amendment 
during the PCT stage. At the time of execution of the Declaration (April 3, 2002), the Article 34 
amendment to the claims had not been entered by the United States Patent and Trademark Office 
in its capacity as an elected office (37 CFR 1.495). The Declaration was filed on May 13, 2002 
in response to a Notification of Missing Requirements. A Notice of Acceptance of Application 
was mailed June 10, 2002 indicating a 371(c) date of May 13, 2002. Thus, the Declaration as 
filed correctly identified the application. Nevertheless, Applicant's Attorney acknowledges that 
the claims have been twice amended by entry of the Article 34 Amendment and by entry of a 
preliminary amendment filed on January 11, 2002. Applicant's Attorney requests deferral of the 
request for a Supplemental Declaration until a Notice of Allowance is issued. 

The Examiner objected to the drawing. Accordingly, the drawing has been amended to 
meet the objections. Reconsideration of the objection is respectfully requested. 

Claim 10 was rejected under 35 U.S.C. §112, second paragraph. Claim 10 has been 
amended to depend from claim 9. Reconsideration of this rejection is respectfully requested. 

The Examiner rejected claims 1-9, 11-16 and 19-22 under 35 U.S.C. § 1 02(b) as lacking 
novelty over WO 95/3533 ("Penkava"). The rejection is respectfully traversed. 

The basis of the Examiner's rejection is the view that Penkava discloses a method and 
system for identifying a computer connected online to a remotely located site by the following 
steps: 

(i) searching a hard disk associated with the computer for an identifying element 
inherent to the computer; 

(ii) combining the identifying element together with other identifying information 
associated with the hardware of the computer, to form a unique identifier for that 
computer; 

(iii) comparing the unique identifier for the computer to a store of such unique 
identifiers available to the remote site; 

(iv) if the unique identifier is present in the store, accessing data which is available to 
the remote site and which is associated with that unique identifier; and 
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(v) if the unique identifier is not present in the store, then storing the identifier in the 
store and recording against it data associated with that computer. 

Further, the Examiner states that the only difference between Penkava and the claimed 
invention is that Penkava does not disclose that the data in the store relates to a credit record of 
previous transactions effected from the computer, and that this difference constitutes no more 
than non-functional descriprive material. 

The Examiner's suggestion that Penkava teaches a method of identifying a computer 
connected online to a remotely connected site is incorrect. The field of application of Penkava is 
an entirely different one. Penkava teaches a method and a system for preventing use of software 
on an unauthorised computer, more particularly, preventing software from being executed on a 
computer system or computer network other than one that has been previously authorised. The 
Examiner's description of the teachings of Penkava, as outlined in steps (i) to (v) above, is also 
incorrect. The steps of Penkava, upon first execution of the software, are: 

a) a validation number is generated as a function of one or more characteristics of 
the computer on which the software is to be used (the "target computer"), to 
provide a unique computer identification; 

b) the validation number is used on a remote activation computer to generate an 
activation number; 

c) the activation number is then used on the target computer to generate a derived 
balance number; 

d) the derived balance number is used to generate a thumbprint of the target 
computer as a function of a preselected signature; and 

e) the thumbprint is stored away on the target computer. 

Steps a) to e) above occur only upon a first execution of the software in question. 
Thereafter, whenever the software is executed, the following steps occur: 
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f) the stored thumbprint is retrieved from the target computer and decrypted using a 
predetermined balance number embedded in the software, to obtain a decrypted 
signature and product print; and 

g) execution of the software is permitted to continue if the decrypted signature 
matches the preselected signature used to generate the thumbprint, and disabled 
otherwise. 

In Penkava, the validation code, which is a unique identifier (or "fingerprint") of the 
target computer hardware (see Figure 6), is generated on the target computer. The validation 
code is transient and exists only during activation of the software (see page 30, lines 17-21) and 
therefore cannot be stored remotely for subsequent use. Therefore the validation code cannot be 
used as an index in the information database 63 on the remote activation computer 60 (see page 
32, lines 13-17) as suggested by the Examiner. This means that Penkava does not teach any of 
the restrictions of "comparing the unique identifier ... to a store of such unique identifiers 
available to the remote site" and "if the unique identifier is not present in the store, then storing it 
in the store and recording against it data associated with that computer." 

Penkava teaches that the thumbprint, which is a unique identifier of the of the target 
computer/software program pair, is generated on the target computer and is stored locally (i.e., 
not remotely) for subsequent use, that is, for subsequent validations when the software on the 
target computer is to be executed. Penkava only teaches a single bi-directional interaction 
between the target computer and the remote site in order to authorise a first installation of the 
software on the target computer by generating the thumbprint with which the target computer is 
tagged. 

The claimed invention, on the other hand, teaches the generation of a unique fingerprint 
of the target computer whenever the target computer logs on to the remote site, irrespective of 
which software program is executed on the computer. The fingerprint serves only to identify the 
particular computer and is not derived on the basis of software identification parameters as is the 
case in Penkava (see Figure 1 1). The fingerprint of the computer is recorded in a store at the 
remote site and is used as an index to access stored transaction data relating to that computer. 
Thus, the present invention involves a uni-directional transfer of the computer fingerprint for 
each login session between the computer and the remote site. 



10/030,727 



- 11 - 



A person skilled in the art would not, therefore, arrive at the claimed invention, directly 
and without difficulty, by routine steps, upon a mere reading of Penkava and the applicant 
submits that the claims of the application do indeed posess the required level of inventiveness. 

The Applicant, therefore, submits that independent claims 1 and 1 1 are not anticipated or 
suggested by Penkava. Furthermore, none of the other claims of the application are anticipated or 
suggested due to their dependency on independent claims 1 and 11, respectively. Claim 10 was 
rejected under 35 U.S.C. § 103(a) as being unpatentable over Penkava and in view of Official 
Notice. For the foregoing reasons with respect to base claim 1, claim 10 is believed to be 
patentable over Penkava alone or taken with official Notice. Reconsideration of the rejection is 
respectfully requested. 



In view of the above amendments and remarks, it is believed that all claims are in 
condition for allowance, and it is respectfully requested that the application be passed to issue. If 
the Examiner feels that a telephone conference would expedite prosecution of this case, the 
Examiner is invited to call the undersigned. 



CONCLUSION 



Respectfully submitted, 



HAMILTON, BROOK, SMITH & REYNOLDS, P.C. 




Registration No. 39,3££ 
Telephone: (978) 341-0036 
Facsimile: (978)341-0136 




Concord, MA 01742-9133 
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